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REMARKS 

Tins document is filed in reply to the Office Action dated October 6, 2004 ("Office 
Action") Applicants have amended claims 1, 24, 25, 27, 35, 36 and 37 to promote clanty. 
Applicants have also withdrawn claims 30-33. No new matter has been introduced. 

Claims 1 3-5, 7-9, and 11-37 are pending. Amongthem, claims 1 and 11 have been 
examined. Contrary to the Examiner's statement in the Office Action, claims 3 and23-29and 
34-37 have never been withdrawn. Reconsideration of claims 1 and 11, as well as claims 3, 23- 
29, and 34-37, is respectfully requested in view of the following remarks. 

p ^nn under tt r C S 1 12. second paragraph 

The Examiner rejected claims 1 and 11 for mdefiniteness. See the Office Action, page 2, 
to, 10-18. Applicants amended claim 1, from which claim 11 depends. It is respectfully 
submitted that this rejection has been overcome. 

p ^rm under 3 ? " g ^ ^ ™ A lQ3fa ^ 

The Examiner rejected claims 1 and 11 as being anticipated or rendered obvious 

by Yoshilcawa et al. (Chem. Pharm. Bull. 1998 vol. 46, no. 4, PP 647-654, 'ToshiW). 
See the Office Action, page 3, lines 2-4. Applicants respectfully traverse and discuss 
claim 1 first. 

Claim 1, as amended, covers a composition containing an American ginseng 
extract obtainedby extraction, centrifugation, and filtration with an ultrafiltration 
^mbranehavingamolecular weight cut^ffofat least 1000 to remove compounds 

having molecular weights of below 1000 dalton. 

In the last response, Applicants pointed out that Yoshilcawa et al. teaches a 
fflrt ^^«-^^t».taW»g^ Tlusmemanolic extract 
was prepared without removing compounds having molecular weights of below 1000 
dalton Yoshilcawa also teaches several fractions that were prepared from Amencan 
ginsengby silica gel column chromatography or HPLC- It is well known in the art mat 
both techniques separate compounds from each other by partitioning between the 
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stationarypacldng material (silica) and the mobile eluent. Compounds with different 
polarity partition to different extents. As a result, they move through a silica gel column 
chromatography or HPLC column at different rates and give different eluents or 
fractions. In other words, Yoshikawa teaches preparing fractions from American ginseng 
based on polarity differences of compounds. It does not teach or suggest domg so based 
on molecular weigh differences of the compounds, let alone removing compounds havmg 
molecular weights of below 1000 dalton as required in claim 1. As the fractions taught in 
Yoshikawa contain compounds havmg molecular weights of below 1000 dalton, they 
differ from that recited in claim 1 . 

The Examiner countered that 

Yoshikawa teaches isolating compounds with a molecular weight greater 
llTCmO Since the compounds are isolated, mere are no components 
^^S^Z^^^lfi^ ^thecomp-mds 
Sed by Yoshikawa are the same as the claimed compounds. Since 

s claims are directed to ^ctM^Soi^,^ 
^properly rejected under me prior art if the poor "f^g?* 0 ^ 
aneJ i to be the same as the claimed structure. In this case, [&e] 
Y^sWkawa [structure] does appear to be the same [as the claimed] 
SSSecause the reference teaches isolated Amencan ginseng 
X^d! ! that are above 1,000 daltons. (See the Office Action, page 3, 
paragraph 2) 

1, short, according to the Examiner, the American ginseng extract recited in Calm 1 only 
contain, compounds identical* the "confounds isolated by Yoshikawa" 

As mentioned above, the American ginseng extract recited in data 1 ,s obtained 
by among others, removing compounds having molecular weight of less than 1000 1. 
therefore only contains compounds tr^ve molecular weights of a. least 1000. Indeed, 
the cx*ac« contains compounds having molecular weights of a, least 3000 10000 or 
10 0000,assupr-«byExample2m te Sped fi c«ior,' asweUasff^lMOTAl 

61109732A1. 2 



by extraction, centrifugation, and filtration with l a American ginseng 

3i». Seepage 7, lines 17-19. 
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Yoshikawa discloses 5 compounds isolated from American ginseng, i.e., 
q um q ueno 9 ideI(C*^^ 

(CAO,), quinquenoside IV (C^oO*), and quinquenoside V (CttHurfW- See 
chart 1 Applicants note that the molecule weights of these compounds are 1014, 1232, 
988 U22, and 1270, respectively. Yoshikawa also mentions 21 other compounds from 
American ginseng (see chart 3). The largest of these 21 compounds, malonyl- 
ginsenoside-Rb.hasamoleculeweightofllGO. Put differently, Yoshikawa only 
teaches isolating from American ginseng compounds having molecular weights of around 
1000 It does not teach or suggest isolating from American ginseng any compounds 
having molecular weights of at least 3000, as contained in the American ginseng extract 
recitedin claim!. Thus, the American ginseng extract recited in claim 1 contams 
compounds that differ from those isolated by Yoshikawa. 

For the reasons set forth above, Applicants submit claim 1 is not anticipated or 
• rendered obvious by Yoshikawa. Neither are claims 3, 11, 23-29 and 34-47, all of which 
depend from claim 1 . 

rnNPXUSION 

For the aboverema*, Applied submi.ma.the grounds forr^ecnon a^edbythe 
Examiner have been overcome, and the claims, as pending, define subject matter that is definite 
novel, andnon.bvious. Ontebaais.itissnbmi^to.aUo^nceofttasappl.oaUon.s 
proper, and early favorable action is solicited. 



than 3000. 
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B nc l„^isaP^onforO» e Mo^E X ^onofT to c.P.^ W lyftcre 1 ui^f«e»f 
S60. and any other charges, to deposit account 06-1050, referenda, attorney docket 11 544- 
003001. 

Respectfully submitted, 



^ ate: - ■ JiamiiingHao,Ph.D 

Reg. No. 54,694 
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